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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 18 November 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1,4-7 and 20-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1,4-7 and 20-22 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
This is a FINAL Office Action on the merits in response to communications filed on 
November 18, 2008. Claim 1 has been amended. Claims 2-3 and 8-19 have been cancelled. 
Currently, claims 1, 4-7, and 20-22 are pending and have been examined. 

Response to Arguments 

Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. The new grounds of rejection is necessitated by 
Applicant's amendments to the claims; thus, the finality of the Office Action is proper. 

Response to Amendment 

Applicant's amendments to claim 1 are sufficient to overcome the rejection under § 101 
set forth in the previous Office Action. Accordingly, this rejection is withdrawn. 

Claim Objections 

Claims 1, 4-7, and 20-22 are objected to because of the following informalities: 
Claim 1 : Claim 1 recites "materiel" This should be changed to the English version: 
material. 

Claims 4-7 and 20-22 : Dependent claims 4-7 and 20-22 are rejected for failing to remedy 
the deficiencies of the claims from which they depend. 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 4-7, and 20-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pisello (US 2003/0158800) in view of Jamieson (US 2004/0143479). 

Claim 1 : Pisello discloses a method for generating a business case relative to a baseline, 
said method being performed by a software program running on a general-purpose computer and 
comprising the steps of: 

• determining, using a capacity planner component of said software program, 
resource requirements and performance metrics for an alternative (see U 33, 
disclosing costs related to a project being analyzed; 1 41, disclosing KPIs 
associated with a project); 

• determining, from said resource requirements, using a total cost of ownership 
(TCO) estimator component of said software program, an investment cost for said 
alternative (see ]f 33 and 36, disclosing costs of an IT project); 

• determining, from said resource requirements, using said TCO estimator 
component of said software program, an incremental savings in operating costs 
for said alternative relative to said baseline (see ]f 38-39; Tf 40: lines 4-9, 
disclosing determining cost reductions over a period of years; If 91 : lines 12-15, 
disclosing comparing costs and benefits of the project to a base case); 
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• determining, from said performance metrics, using a business value estimator 
component of said software program, an incremental business value to a 
supported business operation relative to said baseline (see Tf 41 and 44, disclosing 
measuring improvement in key performance indicators; ]f 44: lines 7-16, 
disclosing determining KPI values over a period of years; If 91 : lines 12-15, 
disclosing comparing costs and benefits of the project to a base case); and 

• determining, from said investment cost, said incremental savings and said 
incremental business value, using a business case builder component of said 
software program, a financial measure of the viability of said alternative (see If 49, 
disclosing evaluating costs and benefits; If 56, disclosing determining risk; 1 91, 
disclosing comparing costs and benefits to a base case). 

Pisello does not explicitly disclose determining material and/or personnel resource 
requirements. Jamieson discloses determining material and personnel resource requirements 
when comparing IT project alternatives (see figure IB; ]f 28, displaying costs for operator 
training, display development, and implementation; ]f 29, disclosing equipment repair and 
replacement, investigation labor, and repair labor). Furthermore, it is old and well known to 
analyze material and personnel requirements associated with projects. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to include the 
material and personnel resource requirement assessments of Jamieson when analyzing IT 
projects according to the methods of Pisello. One of ordinary skill in the art would have been 
motivated to do so for the benefit of a more accurate determination of investments required to 
carry out a project. 
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Pisello does not explicitly disclose wherein the business case is for an alternative server 
infrastructure scenario. Pisello does, however, teach using the method to evaluate potential 
information technology projects (see generally title, abstract, disclosure). Furthermore, Pisello 
teaches using the method to evaluate potential server projects (see If 3 1 : lines 6-10; Tf 33 : lines 5- 
7; Tf 39: lines 1-4; fflf 106 and 109). 

Pisello does not explicitly disclose evaluating server infrastructure, such as a grid-based 
infrastructure. Examiner takes Official Notice that it is old and well known in the information 
technology evaluation arts to use the evaluation methods taught by Pisello to evaluate the 
potential impact of a server infrastructure project. One of ordinary skill in the art would have 
been motivated to do so in order to realize the organizational and financial impact of making 
changes to their server infrastructure. 

Claim 4 : Pisello discloses wherein said steps are performed for a plurality of scenarios 
(see U 91, disclosing performing the method on a plurality of projects). Pisello does not 
explicitly disclose wherein the scenarios are alternative server infrastructure scenarios. Refer to 
the rejection of claim 1, above. 

Claim 5 : Pisello does not explicitly disclose wherein said alternative server infrastructure 
scenario is a grid-based scenario. 

As discussed above in regards to claim 1, Pisello teaches using the method to evaluate 
potential server projects. Pisello does not explicitly disclose evaluating server infrastructure, 
such as a grid-based infrastructure. Examiner takes Official Notice that it would have been 
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obvious to one of ordinary skill in the information technology evaluation arts to use the 
evaluation methods taught by Pisello to evaluate the potential impact of a grid-based server 
infrastructure project. One of ordinary skill in the art would have been motivated to do so in 
order to realize the organizational and financial impact of using a grid-based server 
infrastructure. 

Claim 6 : Pisello discloses wherein said investment cost is an incremental investment cost 
of said scenario relative to said baseline scenario (see H 34: lines 5-11, disclosing determining 
cost reductions over a period of years; U 91 , disclosing comparing costs and benefits to a base 
case). Pisello does not explicitly disclose wherein the scenarios are alternative server 
infrastructure scenarios. Refer to the rejection of claim 1, above. 

Claim 7 : Pisello discloses wherein said step of determining whether said total benefit 
justifies said investment cost comprises the step of calculating a rate of return of said total 
benefit on said investment cost (see U 56: lines 7-9, disclosing using return on investment and 
internal rate of return). 

Claim 20 : Pisello discloses receiving numerical inputs specifying resource requirements 
(see at least 33, 36, and 39). 



Claims 21-22 : Pisello discloses calculating investment costs and incremental savings 
from said numerical inputs specifying said resource requirements (see at least 33, 36, and 39). 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• M. Bevilacqua and M. Braglia, "The Analytic Hierarchy Process Applied to 
Maintenance Strategy Selection", 70 Reliability Engineering and System Safety 
71-83 (2000). 

• Jin Woo Lee and Soung Hie Kim, "Using Analytic Network Process and Goal 
Programming for Interdependent Information System Project Selection", 27 
Computers & Operations Research 367-382 (2000). 

• H.M. Levin, "Cost-effectiveness Analysis", International Encyclopedia of 
Economics of Education (2 nd ed.) 381-386 (1995). 

• G.C. Roper-Lowe and J.A. Sharp, "The Analytic Hierarchy Process and Its 
Application to an Information Technology Decision", 41:1 The Journal of 
Operational Research Society 49-59 (Jan 1990). 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. Kardos whose telephone number is (571) 270-3443. The 
examiner can normally be reached on Monday through Friday from 9 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Neil R. Kardos 
Examiner 
Art Unit 3623 



NRK 

3/5/09 

/Jonathan G. Sterrett/ 
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